
Trademark Trial and Appeal Board Electronic Filing System. https://estta.uspto.gov

ESTTA Tracking number: ESTTA1169346

Filing date: 10/29/2021

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92077063

Party Plaintiff
Jessenia Gallegos

Correspondence
Address

NICHOLAS ANTHONY PAGLIARA
PAGLIARA LAW GROUP PA
939 JFK BLVD EAST NO 2
WEEHAWKEN, NJ 07086
UNITED STATES
Primary Email: office@pagliaralawgroup.com
Secondary Email(s): office@pagliaralawgroup.com
201-470-4181

Submission Motion for Summary Judgment

Yes, the Filer previously made its initial disclosures pursuant to Trademark Rule
2.120(a); OR the motion for summary judgment is based on claim or issue pre-
clusion, or lack of jurisdiction.

The deadline for pretrial disclosures for the first testimony period as originally set
or reset: 05/08/2022

Filer's Name Nicholas Anthony Pagliara

Filer's email office@pagliaralawgroup.com

Signature /Nicholas Anthony Pagliara/

Date 10/29/2021

Attachments Petitioners Mot for Partial Summary Judgement.pdf(158698 bytes )
DECLARATIONS AND EXHIBITS IN SUPPORT OF PET MSJ.pdf(3992662
bytes )

https://estta.uspto.gov


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

________________________________
)

Jessenia Gallegos )        Cancellation No. 92077063
)

Petitioner,          )        In the matter of trademark registration
)        Registration No. 6278898

V.                                               )
)        For the mark  JESSENIA
)

Jessenia Mills                                            )        Registered on February 23, 2021
)

Respondent          )
________________________________  )

PETITIONER’S MOTION FOR PARTIAL SUMMARY JUDGEMENT AND
MEMORANDUM OF LAW IN SUPPORT THEREOF

Pursuant to 37 C.F.R. § 2.127 and Fed. R. Civ. P. 56, Petitioner, Jessenia

Gallegos (“Petitioner”) by her undersigned attorney, hereby moves for partial summary

judgment granting the petition to cancel “Registrant” or “Respondent”, Jessenia Mill’s

registration for the mark JESSENIA in IC class 041 (the “Registered Mark”), United

States Trademark Registration No. 6278898  (the “898 Registration”).

As set forth herein, and in the accompanying Declaration of Jessenia Gallegos

with Exhibits (“Gallegos Decl.”), Declaration of Johnny Marines with Exhibit (“Marines

Decl.”), and the Declaration of Kevin Montano (“Montano Decl.”).there are no material

facts in dispute and as a matter of law, the Registration should be cancelled.  The only

causes of action for this partial motion for summary judgment are based on priority, first

use and likelihood of confusion between the Mark and the Infringing Mark.
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PRELIMINARY STATEMENT

Since at least as early as 2009, Petitioner has been continuously using the

mark “JESSENIA” (the “Mark”) throughout the United States on and in connection with

personal appearances by an actor as a spokesperson for entertainment or

educational purposes under IC Class 041.

Additionally, since July 11, 2013 Petitioner has used the JESSENIA mark in

connection with entertainment services in the nature of live musical performances;

entertainment services in the nature of singing and acting live; entertainment, namely,

live music concerts; entertainment services, namely, dance events by a recording

artist under IC Class 041.

Additionally, since April 2019, Petitioner has used the JESSENIA mark in

connection with songwriting in accordance with International Class 041.

Additionally, since October 12, 2018, Petitioner has used the JESSNIA mark in

connection with International class 009-musical recordings; musical sound recordings;

audio recordings featuring music; downloadable musical sound recordings; sound

recordings featuring music and also under International class 041 -Fashion modeling

for entertainment purposes and entertainment services.

Despite these facts, Registrant applied for and obtained a registration with the

United States Patent and Trademark Office (Registration No. 6278898) for the mark

“JESSENIA” (the “Infringing Mark”) in connection with identical goods to those offered by

Petitioner under the Mark.  As the evidence submitted herewith demonstrates, there is a

strong likelihood of confusion between the Infringing Mark and Petitioner's Mark, in that (1)

the Infringing Mark is identical to Petitioner's Mark; (2) Respondent's identified goods and
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services are identical to those by Petitioner under the Mark; and (3) Respondent sells those

identical goods in identical channels of trade to an identical class of consumers as

Petitioner. Therefore, a likelihood of confusion exists between the Infringing Mark and the

Mark.

Petitioner has unambiguously established that no genuine issue of material fact

exists regarding her priority over the Mark and therefore moves for partial summary

judgment in the above- captioned cancellation action.

STATEMENT OF UNDISPUTED FACTS

Petitioner is a singer, songwriter, actor, producer, musician, model, actor, live

performer and spokesperson who has been continuously using the Mark Jessenia since at

least 2009 under IC class 041.  Gallegos Decl. ¶ 2.

Petitioner is harmed by the Respondent and has standing.  Gallegos Decl. ¶ 4.

Petitioner has used the mark Jessenia at least as early as 2009, Petitioner has

been continuously using the mark “JESSENIA” (the “Mark”) throughout the United States on

and in connection with personal appearances by an actor as a spokesperson for

entertainment or educational purposes under IC Class 041. Gallegos Decl. ¶ 5., Exb. A.

Additionally, since July 11, 2013 Petitioner has used the JESSENIA mark in

connection with entertainment services in the nature of live musical performances;

entertainment services in the nature of singing and acting live; entertainment, namely, live

music concerts; entertainment services, namely, dance events by a recording artist under IC

Class 041. Gallegos Decl. ¶ 6;Exb. B.; Montano Decl. ¶ 6; and Marines Decl.¶ 3-5.

Additionally, since April 2019, Petitioner has used the JESSENIA mark in connection

with songwriting in accordance with International Class 041.  Gallegos Decl. ¶ 7.; Exb W.

Additionally since since October 12, 2018 Petitioner has used the JESSENIA mark in
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connection with Fashion modeling for entertainment purposes with cover art for her musical

recordings. Gallegos Decl. ¶ 5.; Exbs C, E, and G.

Additionally, since October 12, 2018, Petitioner has used the JESSNIA mark in

connection with the marketing and sale of  International class 009-musical recordings;

musical sound recordings; audio recordings featuring music; downloadable musical sound

recordings; sound recordings featuring music. Gallegos Decl. ¶ 7., Exb C. Respondent did not

release her first song until 2020. Gallegos Decl. ¶ 17., Exb. D.

Petitioner first made money in commerce with the Jessenia mark on July 11, 2013.

Montano Decl. ¶ 6.  She has continued to do so with sales and streams of her musical

recordings.  Gallegos Decl ¶ 23; Exb I.

Petitioner and Registrant’s mark JESSENIA is identical in look, spelling and

pronunciation. Gallegos Decl. ¶ 11.

Petitioner's first sound recordings offered under the Mark Jessenia, titled “Power

Numbers,” was released on October 12, 2018 digital downloads and for online streaming

available through online retail partners including but not limited to  Amazon, Itunes, Google

music, Apple, Tidal and Spotify. Gallegos Decl.¶ 16; Exb. C.

Petitioner's next sound recording offered under the Mark, titled “Ammo,” was released

on October 1, 2019 via digital downloads and for online streaming available through online

retail partners including but not limited to  Amazon, Itunes, Google music, Apple, Tidal and

Spotify. Gallegos Decl. ¶ 17; Exb. C.

Petitioner has continued to release, market and offer for sale via online the

aforementioned retail partners with the following: Phoenix EP. Gallegos Decl. ¶ 19; Exb. E.
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a. Sorry September 3, 2020
b. Excuse September 3, 2020
c. Not Today September 3, 2020
d. Phoenix September 3, 2020
4.  Phantom Pain May 7, 2021
5.  Angel of Mine May 8, 2021

Respondent released her first song in 2020 after Petitioner. Gallegos Decl. Ex. D.

Respondent has only been using JESSENIA offering for sale in commerce her

musical recordings online since 2020. Gallegos Decl.¶ 20; Exb. F.

Petitioner has expended significant sums of money promoting her sound recordings

under the Mark by way of website and marketing all bearing the Mark. Gallegos Decl. ¶ 22;

Exb. H.

On February 23, 2021, Registrant obtained a registration with the U.S.P.T.O for the

identical Infringing Mark.  (see Registrant's JESSENIA, Registration, 6278898 (the

“Registration”). Registrant identifies her date of first use in commerce of the Infringing Mark

as August 25, 2016. See the Registration. The following goods and services:

International Class 041 for the following goods and services:

G & S; Songwriting; Entertainment services in the nature of live
musical performances; Entertainment services in the nature of
singing and acting live; Entertainment, namely, live music concerts;
Fashion modeling for entertainment purposes; Personal appearances
by an actor as a spokesperson for entertainment and education
purposes; Entertainment in the nature of dance performances;
Entertainment services in the nature of development, creation,
production and post-production services of multimedia entertainment
content; Entertainment services, namely, dance events by a
recording artist.

Respondent is also seeking protection under IC class 009 yet did not file a basis under
this
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class.

Registrant does not identify any limitations on the channels of trade or class of

consumers in its description. In fact, Registrant offers for sale its sound recordings under the

Infringing Mark through the exact same online retail outlets using Amazon, Google Music,

Apple, Spotify and Tidal. Gallegos Decl. ¶ 23; Exbs. C. D.E and F.

Visitors that go to www.amazon.com and select digital music and then search for the term

“JESSENIA” are directed to sound recordings of both Petitioner and Registrant. Gallegos

Decl.¶ 34; Exb. F. Similarly,

when you perform a google search on www.google.com for the term “Jessenia music” and

then click the images tab you will see confusion with the mark JESSENIA as it lists all my

album covers and also includes Respondent’s image for JESSENIA songs at image 3, 12,

and 13. Gallegos Decl.¶ 25; Exb. J.

When you perform a google search for “Jessenia music”, Respondent’s artist profile is

commingled on the right of Petitioner’s songs and videos causing a likelihood of confusion.

Gallegos Decl.¶ 26; Ex. K.

When you perform a google search  on www.google.com for the term “Jessenia

spotify” you will see the first two (2) results are confusing which one is the Petitioner.  The

first result is Petitioner, but the second result is the Respondent each showing and

confusing the same mark JESSENIA of which Petitioner used first. Gallegos Decl.¶ 27;

Ex. L.

Respondent has a BMI account number as 550744660 and has only been with BMI

since April 1, 2019 and an end date of September 30, 2021 as referenced in her own

specimen in her trademark application.  See registration.
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Petitioner has a BMI account number of 550266050. Petitioner, on the other hand

has been registered with BMI as of September 2012 with account number 550266050.

Petitioner was registered with BMI 6.5 years prior to Respondent. Petitioner either wrote

or co-wrote the following songs: “Not Today” (4/2019), “Phoenix” (12/2019) and “Years

and Tears” (3/20) under the JESSENIA Mark as the artist. Gallegos Decl. ¶ 23; Exb. W.

Respondent’s website is similar and confusing to the public and consumers.  Petitioner

owned and operated www.itsjessenia.com from around January 1, 2018 to July 2020 when it

sold at an online auction so she had to set up www.itsjessenia.net. Gallegos Decl.¶ 28 ; Exb.

N. She had a credit card on file for auto payment and it expired so she had to create the

domain to switch from .com to .net.

Respondent set up her webpage to confuse the public on January 16, 2020.  Gallegos

Decl.¶  29; Exb. O. Petitioner’s prior page www.itsjessenia.com was still active and published

and the Respondent had notice of it.  Respondent named her page

https://jesseniaofficial.com/ to confuse and make it look as if she was the first to use

JESSENIA.  Gallegos Decl. ¶ 30; Exb. P.

Petitioner has spent time and money amassing a loyal following on social media and

Instagram and Petitioner and  Respondent’s instagram handles are confusingly similar.

Petitioner’s Instagram name is “IamJessenia” and she has 533,000 followers and had

this profile name since around 2017 of which was prior to Respondent. Gallegos Decl.¶ 31;

Ex. Q.

Respondent goes by the IG handle of “thisisjessenia” and has 300 followers Gallegos
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Decl.¶ 32; Ex. R.

Respondent started her instagram page with her first post on September 10, 2019.

Gallegos Decl.¶ 33; Ex. R.

One of Respondent's posts dated September 26, 2019 states her single “For my Love”

is out now. Id.  Petitioner went by “JESSENIA”  before Respondent and released music before

her with the earliest date of October 12, 2018. If you search for Jessenia on Amazon under

Digital Music you will see her songs “Power Number”, “Angel of Mine” and “Ammo” for sale.

Gallegos Decl.¶ 34; Ex. E.

If you search for “JESSENIA” on Amazon under Digital Music you will also see

Respondent’s song “Pride” for sale. Gallegos Decl.¶ 35; Ex. F. The results page reveals

Respondent’s sound recordings alongside and commingled with sound recordings that

Petitioner markets, promotes, and offers for sale under the JESSENIA mark. Id.

Similarly, this problem is further compounded by the fact that Respondent’s sound

recordings now appear as part of Petitioner’s catalog of sound recordings offered on certain

music sites.  For example,  If you search for Jessenia as an artist on Apple music at

https://music.apple.com/us/search?term=jessenia, the Respondent’s music videos “Pride”,

“For My Love” and “Power” are commingled at the bottom with Petitioner’s songs and

videos.  As demonstrated in Exhibit J (second screenshot), Apple Music has mistakenly

included Respondent’s video “For My Love”  actually listed on Petitioner’s Artist page under

top videos under the confusingly similar and identical JESSENIA mark. Gallegos Decl.¶ 36;
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Ex. J. Consumers of Petitioner’s sound recordings therefore are likely to be confused by

Registrant’s continued use of the identical JESSENIA mark.

The same confusion is also present on TIDAL music service.  Petitioner’s TIDAL artist

page is located at https://tidal.com/browse/artist/7168705. Respondent’s album Love and

Madness is listed under Petitioner’s albums on her artist profile with a 2021 date. Gallegos

Decl.¶ 37; Ex. S. These are examples of the type of a likelihood of confusion that now exists

in the marketplace as a result of Respondent.

Petitioner was signed with Bquate as her distributor. Now Petitioner is signed with

Symphonic as her distributor. Respondent, through her attorney sent an email to

Petitioner and copied Bquate in the email and informed them that Petitioner did not own

the trademark. However, Respondent did not consider Petitioner’s prior use. As a result

Petitioner has been damaged and further shows she has standing.

As set forth herein, this case is ripe for summary adjudication because there are

no material issues of fact in dispute and the undisputed facts show that, as a matter of

well-settled law: (l) Petitioner's mark  JESSENIA and Registrant's mark JESSENIA are

confusingly similar; (2) Petitioner has priority of right over Registrant; and (3) there is a

strong likelihood of confusion between the Petitioner's Mark and Registrant's Infringing

Mark.

Accordingly, the Board should grant summary judgment on priority of prior use

and likelihood of confusion in favor of Petitioner and cancel Registrant's registration of

the mark JESSENIA.

ARGUMENT

I. The Standard For Summary Judgment
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Summary judgment is proper where “there is no genuine dispute as to any material

fact and the movant is entitled to judgment as a matter of law.” Fed. R. Civ. P. 56(c); see also

T.B.M.P. § 528.01. To overcome a Rule 56 motion for summary judgment, the non-moving

party must proffer evidence sufficient to demonstrate the existence of a genuine dispute as to

a material fact. Fed. R. Civ. P. 56(c). In other words, the non-moving party must demonstrate

that on the entirety of the record, a reasonable jury could resolve a factual matter in favor of

the non- movant. See Sweats Fashions, Inc. v. Pannill Knftling Co., 833 F.2d 1560, 1562

(Fed. Cir. 1987).

The purpose of a summary judgment motion is to promote judicial economy;

namely, to avoid an unnecessary trial where, as here, more evidence than already is

available could not reasonably be expected to change the result in the case. See University

Book Store v. University of Wisc. Bd. of Regents, 33 U.S.P.Q.2d 1385 (T.T.A.B. 1994); see

also T.B.M.P. § 528.01. Thus, as a general rule, the resolution of Board proceedings by

means of summary judgment is to be encouraged {Id.,’ see also Sweats Fashions, 833 F.2d

at 1562 (“summary judgment may no longer be regarded as a disfavored procedural

shortcut”), and the Board should grant summary judgment where a full trial is “unnecessary

because the essential facts necessary to decision of the issue can be adequately developed

by less costly procedures, as contemplated by the FRCP rules here involved, with a net

benefit to society.” Exxon Corp. v. National Foodline Corp., 579 F.2d 1244, 1246 (C.C.P.A.

1978) (quoted in Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 739 F.2d 624, 262 (Fed. Cir.

1984)).

In order to sustain this cancellation action under section 2(d) of the Lanham Act,

Petitioner must show that Registrant's Infringing Mark:
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Consists of or comprises a mark which so resembles a mark
registered in the Patent and Trademark Office, or a mark or trade
name previously used in the United States by another and not
abandoned, as to be likely, when used on or in connection with
the goods of the applicant, to cause confusion, or to cause
mistake, or to deceive[.]

15 U.S.C. § 1052(2)(d). Simply put, in order to prevail on this summary judgment

motion, Petitioner must show that no genuine issue of material fact exists with

respect to:

(1) Petitioner's priority over Registrant in the Infringing Mark as a prior user and

(2) the likelihood of confusion between the Mark and the Infringing Mark.

Petitioner is entitled to summary judgment, as a matter of law, because there is no

genuine issue of material fact before the Board with respect to Petitioner's priority over

the Infringing Mark. First, Petitioner has conclusively established prior use of JESSENIA

without abandonment. Second, a likelihood of confusion clearly exists between

Petitioner's Mark and Registrant's Infringing Mark, as it is unquestionable that: (l) the two

marks are identical in appearance, sound, connotation, and commercial impression; (2)

the two marks are affixed to identical goods; and (3) the channels of trade are identical.

Therefore, summary judgment is appropriate in Petitioner's favor and the Board should

sustain cancellation of the Registration.

II. There is No Genuine Issue of Material Fact Regarding Petitioner's
Priority Over Registrant's Infringing Mark

Petitioner has priority of right over Registrant. Petitioner's continuous commercial

use of the Mark prior to Registrant's stated date or any published evidence of first use of

the Infringing Mark unequivocally establishes that no genuine issue of material fact exists

with respect to Petitioner's priority over the Infringing Mark as a prior user in commerce.

Indeed, Registrant has not proffered, and cannot proffer, any evidence to refute this

assertion.
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a. The Mark is Inherently Distinctive and Deserving of the Utmost

Protection

The strength of a mark is identified based on its placement in one of four categories:

arbitrary or fanciful; suggestive; descriptive; or generic. See Abercrombie & FitCh Co. v.

Hunting World, Inc., 537 F.2d 4, 9 (2d Cir. 1976), modified on other gds., 189 US.S.P.Q.

769 (2d Cir.1976), overruled on other gds. by, New! York Racing Ass ’n v. Perlmutter Publ

'g, 959 F. Supp. 578 (N.D.N.Y. 1997). Arbitrary, fanciful and suggestive marks are

inherently distinctive and thus are protectable upon commercial use without a showing of

secondary meaning. See Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768 (1992).

Petitioner's JESSENIA mark is, by its very nature, afforded the highest degree of

protection from infringement because it is an arbitrary word mark. Accuride International

Inc. v. Accuride Corp. , 871 F.2d 1 531, 1536 (9' h Cir. Cal. 1989) (“The strength of a

trademark [...] is largely determined by its position on a continuum stretching from

arbitrary marks to descriptive marks. Arbitrary and fanciful marks are strong, while

suggestive and descriptive marks are weak.” (internal citations omitted)). An arbitrary

mark is a mark "that does not directly describe the qualities of a product to which it

applies..." Clinique Labs., Inc. v. Dep Corp., 945 Y. Supp. 547, 551 (S.D.N.Y. 1996)

(finding CLINIQUE to be an arbitrary mark with regard to cosmetics). Here, JESSENIA is

undeniably arbitrary as it does not directly describe the qualities of the sound recordings

produced by Petitioner and has no connection to sound recordings or any musical goods

whatsoever. Therefore, the Mark is properly classified as an arbitrary mark.

b. Petitioner Has Established Priority Over the Infringing Mark

Petitioner has produced an abundance of incontrovertible evidence that clearly

establishes her proprietary rights in the Mark. Petitioner began using the mark JESSENIA
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on and in connection with IC class 041 as early as 2009 in connection with personal

appearances by an actor as a spokesperson for entertainment or educational purposes.

Gallegos Decl. ¶ 5., Exb. A.

Since July 11, 2013 Petitioner has used the JESSENIA mark in connection with

entertainment services in the nature of live musical performances; entertainment services in

the nature of singing and acting live; entertainment, namely, live music concerts;

entertainment services, namely, dance events by a recording artist under IC

Class 041.  Gallegos Decl. ¶ 6;Exb. B.; Montano Decl ¶ 6; and Marines Decl. ¶ 3-5.

Additionally, since April 2019, Petitioner has used the JESSENIA mark in connection

with songwriting in accordance with International Class 041.  Gallegos Decl. ¶ 7; Exb W.

Additionally since since October 12, 2018 Petitioner has used the JESSENIA mark in

connection with Fashion modeling for entertainment purposes with cover art for her musical

recordings. Gallegos Decl. ¶ 5.; Exbs C, E, and G.

Additionally, since October 12, 2018, Petitioner has used the JESSNIA mark in

connection with the marketing and sale of  International class 009-musical recordings;

musical sound recordings; audio recordings featuring music; downloadable musical sound

recordings; sound recordings featuring music. Gallegos Decl. ¶ 7., Exb C. Respondent did not

release her first song until 2020. Gallegos Decl. ¶ 17., Exb. D.

Petitioner has proffered considerable evidence clearly demonstrating her continuous

use of the Mark on such goods including: (1) sales reports of Petitioner's continued sales

throughout the country and online of sound recordings bearing the Mark; and (2) evidence of

various online retail outlets selling her sound recordings under the Mark. Gallegos Decl.¶ 16,
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Exbs. C, E, and G. This, along with Petitioner's testimonial evidence in her Declaration,

illustrates Petitioner's continuous commercial use of the Mark and her prior use.

Petitioner's steadfast and extensive efforts which have resulted in the accumulation of

substantial goodwill in the Mark and have created the strong association in the minds of the

purchasing public between the JESSENIA mark and the goods offered by Petitioner since at

least 2009.

It is irrefutable that Registrant's continuous and unabandoned use demonstrates

priority of right over Registrant which admittedly did not first use the Infringing Mark in

commerce prior to Petitioner.  Therefore, no genuine issue of material fact exists with

regard to the issue of Petitioner's priority.

III. There is a Clear Likelihood of Confusion Between the Mark and the Infringing

Mark

Petitioner has unequivocally met her burden of proving that there is a likelihood of

confusion between JESSENIA and JESSENIA, and that no genuine issue of material fact

exists with regard thereto.

The applicable test for likelihood of confusion was articulated in the case In re E.I.

duPont de Nemours & Co., 476 F.2d 1357 (C.C.P.A. 1973). Although there is no

mechanical test for determining the likelihood of confusion between two marks, the du

Pont decision provides a host of factors to be weighed and considered in testing for

likelihood of confusion. Id. at 1361. While none of these factors are more important than

the other in the likelihood of confusion determination; from case to case, each factor may

play a dominant role. Id. at 1361-62; see also, In re Majestic Distilling Company, Inc., 315

F.3d 1311, 1315 (Fed. Cir. 2003). In this cancellation action, an analysis of the du Pont
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factors compels the conclusion that there is a likelihood of confusion between  JESSENIA

and JESSENIA.

The du Pont factors, to be weighed and considered in a likelihood of confusion

analysis under Section 2(d) of the Lanham Act, are:

1. The similarity or dissimilarity of the marks in their entireties
as to appearance, sound, connotation and commercial
impression.

2. The similarity or dissimilarity and nature of the goods or
services as described in an application or registration or in
connection with which a prior mark is in use.

3. The similarity or dissimilarity of
established,likely-to-continue trade channels.

4. The conditions under which and buyers to whom sales are
made, i.e. “impulse” vs. careful, sophisticated purchasing.

5. The fame of the prior mark (sales, advertising, length of
use)

6. The number and nature of similar marks in use or similar
goods.

7. The nature and extent of any actual confusion.
8. The length of time during and conditions under which there

has been concurrent use without evidence of actual
confusion.

9. The variety of goods on which a mark is or is not used
(house mark, “family” mark, product mark).

10.The market interface between applicant and the owner of
a prior mark.

11. The extent to which an applicant has a right to exclude
others from use of its mark on its goods.

12. The extent of potential confusion, i.e., whether de minimis
or substantial.

13.  Any other established fact probative of the effect of
use.du Pont, 476 F.2d at 1361.

This Board should assign the most weight to the first three du Pont factors due to

the identical nature of the goods, channels of trade, class of consumers, and marks used

by the Petitioner and Registrant. Here, it is clear that a likelihood of confusion exists

between the two marks.

a. The Marks Are Identical.
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The first du Pont factor requires the Board to analyze whether JESSENIA and

JESSENIA are similar in appearance, sound, connotation, and commercial meaning.

Petitioner's Mark and the Registrant's Infringing Mark are undeniably identical in

appearance, sound, connotation, and commercial impression. Thus, there is nothing to

distinguish Petitioner's Mark,  JESSENIA from Registrant's Infringing Mark, JESSENIA.

Since the two marks are identical under this du Ponl factor, this factor should control the

Board's analysis and provide sufficient justification for the proposition that the Mark and

the Infringing Mark are confusingly similar.

b. Petitioner's and Registrant's Goods and Services Are Identical.

The second du Pont factor weighs decidedly in favor of the Board finding a

likelihood of confusion in that Petitioner and Registrant offer identical goods and services

under the marks. As a matter of law, the analysis of the similarity of the parties’ goods is

confined to the four comers of their respective applications and registrations.

The authority is legion that the question of registrability of an
applicant's mark must be decided on the basis of the identification
of goods set forth in the application regardless of what the record
may reveal as to the particular nature of an applicant's goods, the
particular channels of trade, or the class of purchasers to which
sales of goods are directed.

Octocom Sys., Inc. v. HOuston COmputers Servs., Inc., 918 F.2d 937, 942 (Fed. Cir.

1990). Moreover, alleged differences in the design of the goods cannot be considered

unless they are inherent in the nature of the goods themselves or are expressly set forth in

Registrant's application. Tuxedo Monopoly, Inc. v. General Mills Fun Group, 648 F.2d

1335, 1337 (C.C.P.A. 1981). The description in the registration also must be construed

most favorably to Petitioner as the prior user. Tuxedo Monopoly, Inc., 648 F.2d at 1337.

Registrant's registration identifies:

International Class 041 for the following goods and services:
16



G & S; Songwriting; Entertainment services in the nature of live musical
performances; Entertainment services in the nature of singing and acting
live; Entertainment, namely, live music concerts; Fashion modeling for
entertainment purposes; Personal appearances by an actor as a spokesperson
for entertainment and education purposes; Entertainment in the nature of dance
performances; Entertainment services in the nature of development, creation,
production and post-production services of multimedia entertainment content;
Entertainment services, namely, dance events by a recording artist.

Petitioner has been in continuous use of the mark JESSENIA at least as early as

2009. Gallegos Decl. ¶ 5. This situation presents an instance where the parties’ goods

compete directly with one another in the exact same category with identical marks —

factors which show, with undisputed proof, that consumer confusion is likely. See Banff

Ltd.v. Federated Dep’t Stores, 841 F.2d 486, 492 (2d Cir. 1988) (“To establish likelihood of

confusion, competing goods require less proof ... than noncompetitive items.”). Because

Respondents stated goods are of the exact type as those sold by Petitioner under her

mark JESSENIA, the potential for confusion is high.

Based on the Registrant's description of goods therein, Petitioner and Registrant's

goods are identical.  Accordingly, there is no dispute that the second du Pont factor

weighs heavily in Petitioner's favor.

c. Petitioner's and Registrant's Goods Are Offered For Sale And
Sold In Identical Channels of Trade.

The evidence on record demonstrates that the third du Pont factor weighs heavily in

Petitioner's favor as the channels of trade are again identical.

The third du Pont factor requires the Board to analyze whether Petitioner and

Respondent use similar channels of trade for the sale of their respective audio recordings.

To the extent that the goods claimed by the parties are the same, it is presumed that the

parties’ goods will be sold in the same channels of trade and to the same relevant
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purchasers. See Genesco, Inc. v. Martz, 66 U.S.P.Q.2d 1260, 1268 (T.T.A.B. 2003); In re

Smith and Mehaffey, 31 U.S.P.Q.2d 1526 (T.T.A.B. 1994). Where, as here, the Petitioner's

and Registrant's goods are legally identical, the Board is entitled to presume that the

channels of trade and classes of consumers are also identical. ln re Yawata Iron & Steel

Co., 159 USPQ 721, 723 (CCPA 1968) (where there are legally identical goods, the

channels of trade and classes of consumers are considered identical);see also American

Lebanese Syrian Associated Charities Inc. v. Child Health Research Institute,101

USPQ2d 1022, 1028 (TTAB 2011); In re Viterra Inc., 101 USPQ2d 1905, 1908 (Fed. Cir.

2012).

Petitioner and Respondent both promote and sale the same goods in the same

channels of trade. Gallegos Decl. ¶ 34,36, and 37; Exbs. C, D, E, and F.

Moreover, as a matter of established fact, the trade channels used to distribute the

works of Petitioner and Respondent actually are identical. Therefore, no real question exists

with respect to whether Petitioner and Respondent deal in identical and similar channels of

trade.

Analysis of these three determining du Pont factors is so compelling that no genuine

issue of material fact exists with respect to the likelihood of confusion between JESSENIA

and JESSENIA.

CONCLUSION

Based on the evidence in the record, there is no question that Petitioner has

priority of right in the Mark based on her unabandoned and prior continuous use in

commerce of her goods and services under IC class 041 and 009. Additionally, there is no

dispute that a likelihood of confusion exists between the parties’ marks. Because of this,
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no reasonable fact-finder could resolve this matter in favor of the Respondent. Thus,

Petitioner is entitled to summary judgment as a matter of law.

For the foregoing reasons, it is submitted that valid grounds exist for granting

Petitioner's motion for partial summary judgment, and such action is hereby requested.

Dated: October 29, 2021

Respectfully Submitted,

By: /Nicholas Anthony Pagliara/
Nicholas A. Pagliara,
Attorney for Petitioner
Pagliara Law Group, P.A.
939 JFK Blvd East No. 2
Weehawken, NJ 07086
Telephone: (201)-470-4181
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CERTIFICATE OF SERVICE

I, HEREBY CERTIFY, that on this 29th day of October, 2021, a true and correct copy

of the foregoing Motion for Partial Summary Judgment and all attachments was filed

electronically with the U.S. Trademark Trial and Appeal Board via ESTTA, and a copy was

automatically emailed to Ms. Mills counsel: Carena@thelemonslawfirm.com

Carena Brantley Lemons The Lemons Law Firm, PLLC

1921 North Pointe Drive, Suite 201

Durham, North Carolina  27705

Phone: 919.688.7799
By: /Nicholas Anthony Pagliara/
Nicholas A. Pagliara,
Attorney for Petitioner
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In re Registration No: 6278898
Mark: JESSENIA
Issued: February 23, 2021
_________________________________

)
Jessenia Gallegos )        Cancellation No. 92077063

)
Petitioner,         ) Declaration of Jessenia Gallegos

)
V.                                              )

)
)

Jessenia Mills                                          )
)

Respondent     )
_______________________________  )

I, Jessenia Gallegos, hereby declare as follows:

I have personal knowledge of all the facts and circumstances contained herein, and I

submit this declaration in support of my Motion for Partial Summary Judgment seeking to

cancel the registration of the mark JESSENIA owned by Registrant, Jessenia Mills

(“Registrant”).

Preliminary Statement

1. I am at least 18 years of age.

2. I am a singer, songwriter, actor, producer, model, live performer, spokesperson and

musician.

3. I have brought this Cancellation Proceeding (the “Cancellation”) in order to cancel

Registrant’s registration of the mark JESSENIA for all uses of it under IC Class 041.

4.  I have a pending Registration pertaining to Class 009 and Respondent also has
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goods and services competing and harming me.  Respondent has sent an email to my prior

distributor Bquate of my audio songs and caused them to drop me as an artist.

5. I have been in continuous use of the mark JESSENIA since at least as

early as 2009, I have been continuously using the mark “JESSENIA” (the “Mark”) throughout

the United States on and in connection with personal appearances by an actor as a

spokesperson for entertainment or educational purposes under IC Class 041.

6. Additionally, since July 11, 2013 I have used the JESSENIA mark in connection with

entertainment services in the nature of live musical performances; entertainment services in

the nature of singing and acting live; entertainment, namely, live music concerts;

entertainment services, namely, dance events by a recording artist under IC Class 041.

7.  Additionally, since April 2019, I have used the JESSENIA mark in connection with

songwriting in accordance with International Class 041.

8.  Additionally since since October 12, 2018 I have used the JESSENIA mark in

connection with Fashion modeling for entertainment purposes with cover art for my musical

recordings.

9. Additionally, since October 12, 2018, I have used the JESSNIA mark in connection of

the marketing and sale with International class 009-musical recordings; musical sound

recordings; audio recordings featuring music; downloadable musical sound recordings; sound

recordings featuring music specifically online streaming and download.

10. Additionally, I have been in continuous use of the Mark JESSENIA first in

commerce throughout the United States since as early as July 11, 2013 when I made a
2



personal appearance and performed on stage singing at the Latin Mixx Awards and after

party of which I was compensated for. Montano Decl. ¶ 6.

11. Registrant’s mark, JESSENIA, is the same identical mark as my mark

JESSENIA.

12. Despite my prior and paramount rights in and to the mark JESSENIA,

REGISTRANT was granted federal registration of the mark JESSENIA in connection with

identical goods to many of the goods I have been marketing under the mark JESSENIA. I

believe the Registrant is capitalizing on the brand identity and goodwill that I have

accumulated under the mark JESSENIA by distributing identical goods and services through

the same and similar channels of trade to the same class of consumers.

13.  Accordingly, I respectfully request that this Cancellation be sustained and that

Registrant’s Federal registration of the mark JESSENIA (Reg. No 6278898) be cancelled by

the USPTO.

Background

14. Since at least 2009, I have been using the JESSENIA mark under IC class 041.

regarding identification of personal appearances by an actor as spokesperson

for entertainment or education purposes.  My use of the JESSENIA Mark started on national

television when I appeared on the Tyra Banks show Season 4, episode 140 as just

“JESSENIA” where Kim Kardashian chose me and crowned me as a Kim Kardashian

lookalike and which the world heard and saw my name as just JESSENIA (see Exhibit A).

3



15.  I modeled before in the past under the Jessenia Vice name for modeling only prior

to 2015.

16. I was signed with the Distributor Bquate and I released the song Power Numbers

on October 12, 2018 under the JESSENIA mark (see Exhibit C).

17.  In 2019,  I released the song AMMO on October 1, 2019 under the JESSENIA

mark (see Exhibit C).

18. On the other hand, Respondent released her first song in 2020 (see Exhibit D).

19. I began marketing, offering for sale via my distributor Bquate and I offered digital

downloads and for online streaming available through online retail partners including but not

limited to  Amazon, Itunes, Google music, Apple, Tidal and Spotify.  Since such times, I have

continuously offered for sale throughout the United States the sound recordings  via those

channels (see Exhibit E).  Additionally after the prior two releases  I released, marketed and

offered for sale the songs below with the same online partners

1. Phoenix EP
a. Sorry September 3, 2020
b. Excuse September 3, 2020
c. Not Today September 3, 2020
d. Phoenix September 3, 2020
4.  Phantom Pain May 7, 2021
5.  Angel of Mine May 8, 2021

20. Respondent has only been using Jessenia mark offering for sale in commerce her

musical recordings online since 2020 (see Exhibit F).

21.  I have promoted and spent money in the JESSENIA mark by performing live and

marketing.  In doing so, I further promoted my sound recordings and generated goodwill in the
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JESSENIA mark prior to Respondents' use of the mark.  I had a billboard in times square with

the JESSENIA mark and my face for the single “PHANTOM PAIN”. (see Exhibit G).

22. I spent money on the promotion of my website.  I first had www.itsjessenia.com

prior to 2018. The credit card on file expired for auto renewal and the domain was sold at

auction so I had to set up www.itsjessenia.net from June 16, 2019 to current (see Exhibit H).

23. I market, promote, offer for sale  my sound recordings in various formats on the

internet using the distribution company Bquate and recently Symphonic.   To demonstrate

sales, streams or digital downloads in commerce and show standing for injury I have attached

as Exhibit I a true and accurate copy of reports showing such. Exhibit I is a report I have

personal knowledge of the sales in the report and keep in the ordinary course of my business.

Any song I released through a distributor can not change the artist name later.  At all times

the distributor has released the songs as JESSENIA through partner websites  including but

not limited to Apple Itunes, Spotify, Amazon, Google Music, Tidal, and Pandora.

I also either wrote or co-wrote the following songs: “Not Today” (4/2019), “Phoenix”

(12/2019) and “Years and Tears” (3/20) under the JESSENIA Mark as the artist.

Registrant’s  Mark JESSENIA is Confusingly Similar and Identical to PETITIONER’s JESSENIA
Mark

24. Registrant offers for sale its sound recordings under the mark JESSENIA through

the exact same online retail outlets.

25. If you search on www.google.com for the term “Jessenia music” and then click the
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images tab you will see that there confusion with the mark JESSENIA as it lists all my album

covers and also includes Registrants image for JESSENIA songs at image 3, 12, and 13.

(see Exhibit J).

26.  If you search on www.google.com for the term “Jessenia music” and see all search

results lists my songs and videos on the left and then confuses the public by having the

Registrant’s music profile Jessenia on the right of the same page and results (see Exhibit K).

27. If you search on www.google.com for the term “Jessenia spotify” you will see the

first two (2) results are confusing which one is me.  The first result is me but the second result

is the Registrant each showing and confusing the same mark JESSENIA of which I used first

(see Exhibit L).

Websites are confusingly similar

28. Respondent’s website is similar and confusing to the public and consumers.  I

owned and operated www.itsjessenia.com from around January 1, 2018 to July 2020 when it

sold at an online auction so I had to set up www.itsjessenia.net. (see Exhibit N). I had a credit

card on file for auto payment and it expired so I had to create the domain to switch from .com

to .net.

29. Registrant set up her webpage to confuse the public on January 16, 2020 (see

Exhibit O). My prior page www.itsjessenia.com was still active and published and she had

notice of.

30. She named her page https://jesseniaofficial.com/ to confuse and make it look as if

she was the first to use “JESSENIA” (see Exhibit P).
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Instagram handles are confusingly similar

31. I have spent time and money amassing a loyal following on social media and

Instagram. Both of our instagram handles are confusingly similar.  My Instagram name is

“IamJessenia” and I have 533,000 followers and I have had this profile name since around

2017 prior to Respondent. (see Exhibit Q).

32. Respondent goes by the IG handle of “thisisjessenia” and has 300 followers (see

Exhibit R).

33. Respondent started her instagram page with her first post on September 10, 2019

(see Exhibit R).

34. One of Respondent's posts dated September 26, 2019 states her single “For my

Love” is out now.  I went by Jessenia before her and released music before her. If you search

for Jessenia on Amazon under Digital Music you will see my songs “Power Numbers”, “Angel

of Mine” and “Ammo” for sale with the earliest date of October 12, 2018 (see Exhibit E).

35.  If you search for Jessenia on Amazon under Digital Music you will also see her

song Pride for sale with a date after my first song (see Exhibit F). The results page reveals

Respondent’s sound recordings alongside and commingled with sound recordings that I

market, promote, offer for sale under the JESSENIA mark.

36. Similarly, this problem is further compounded by the fact that Respondent’s sound

recordings now appear as part of my catalog of sound recordings offered on certain music

sites.  For example,  If you search for Jessenia as an artist on Apple music at
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https://music.apple.com/us/search?term=jessenia, the Respondent’s music videos “Pride”,

“For My Love” and “Power” are commingled at the bottom with my songs and videos.

For example, attached as as Exhibit J is a true and correct copy of a screen shot I obtained

from my Apple music artist page offering my sound recordings for streaming.  As

demonstrated in Exhibit J, Apple Music has mistakenly included on my page Registrant’s

video  “For My Love”  actually listed on my Artist page under top videos under the confusingly

similar and identical JESSENIA mark (see Exhibit J).  Consumers of my sound recordings

therefore are likely to be confused by Registrant’s continued use of the identical JESSENIA

mark.

37. The same confusion is also present on TIDAL music service.  My TIDAL artist page

is located at https://tidal.com/browse/artist/7168705. Respondent’s album Love and Madness

is listed under my albums on my artist profile with a 2021 date (see Exhibit S). These are

examples of the type of confusion that now exists in the marketplace as a result.

REGISTRANTS APPLICATION FOR REGISTRATION 6278898

FASHION MODELING FOR ALBUM COVERS UNDER IC CLASS 041

38. Respondent attached the three (3) specimen photos for cover art for musical

recordings “Pride”, “Dream Life” and “For My Love” with her registration application

01/08/2020 and alleged use and use in commerce as of 08/25/2016. (see registration).

There is no evidence of the date of commerce as the songs and cover art were not released

yet until 2020.
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39. I released the song Power Numbers  with me modeling for the front artwork in 2018.

Exhibit C.   This was  before Respondent released any album cover with her on it.  The three

specimens she attached were not released into commerce until 2020. Exhibit D.

Personal appearances by an actor as a spokesperson for entertainment and education
purposes under Class 041.

40. Respondent attached one specimen with her registration application 01/08/2020

and it was described as a still shot of an acting video. Exhibit T. This does not show

where she made a personal appearance at or on and does not have any date as proof.  It

looks like a home video made with her personal cell phone. Respondent’s first alleged use in

the registration application was 01/01/2016. See registration.

41. I made a personal appearance as a spokesperson for entertainment and education

purpose for the same good or service prior to the respondent.  My use of the JESSENIA Mark

started on national television when I appeared on the Tyra Banks show Season 4, episode

140 as just “JESSENIA” where Kim Kardashian chose me and crowned me as a Kim

Kardashian lookalike and which the world heard and saw my name as just JESSENIA. Exhibit

A.

Entertainment services in the nature of singing and acting live under Class 041

42. Respondent attached two specimens with her registration application 01/08/2020

and it was described as still of acting and music cover. Exhibit U, with a first use and

commerce date of 08/25/2016.  The album cover does not show any performance live and the

second specimen does not show any date or where it was performed.
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43. I have been in continuous use of the Mark JESSENIA first in commerce

throughout the United States as early as July 11, 2013 when I made a personal appearance

and performed on stage singing at the Latin Mixx Awards and after party of which I was

compensated for. Exhibit B.  My use was prior to Respondent’s use

Entertainment services in the nature of live musical performances; Entertainment, namely, live
music concerts under Class 041.

44. Registrant, attached a specimen with her registration application 01/08/2020

showing a live performance screenshot called Offbeats Acapella Group from her school High

Point University. Exhibit V.   The stated first use and commerce date was listed as

08/25/2016. This was not used in commerce as it was for a school performance and does not

show the JESSENIA mark.  The published date on youtube was listed as November 22, 2017.

The link is https://www.youtube.com/watch?v=mwWQsn1b7k4.

45. On the other hand, I performed live prior to Respondent's date of use as

JESSENIA. I have been in continuous use of the Mark JESSENIA first in commerce

throughout the United States since as early as July 11, 2013 when I made a personal

appearance and performed on stage singing at the Latin Mixx Awards and after party of which

I was compensated. Montano Decl. ¶ 6.

46. Consumers have to expect that sound recordings sold under the mark JESSENIA

originate with me. Especially with over half million followers on Instagram and having a

billboard in Times square in the past.

47. Registrant’s JESSENIA mark will create likelihood of confusion because (1)
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Registrant’s JESSENIA mark is identical to the JESSENIA mark in the sound, look, and

commercial impression; (2) registrant’s JESSENIA mark is being used in connection with the

exact same goods as the goods that I offer under the JESSENIA mark; and (3) Registrant’s

goods sold under the JESSENIA mark is being sold through same online retail channels as

my goods sold under JESSENIA mark to overlapping consumers with the same or similar

price.points.

48.  Based upon the foregoing facts and for all the foregoing reasons, I specifically

request that this Board grant my motion for summary judgment, and cancel Registrant’s

trademark registration for the mark JESSENIA based on my prior rights and the

confusion in and to the mark JESSENIA.
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Exhibit B
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EXHIBIT C
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EXHIBIT D
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EXHIBIT E
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EXHIBIT F
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Search results on amazon music
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EXHIBIT G
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EXHIBIT H
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EXHIBIT I
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EXHIBIT J
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EXHIBIT K
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EXHIBIT L
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FIRST SPOTIFY LINK RESULT IS MY PROFILE ON SPOTIFY

SECOND SPOTIFY SEARCH RESULT ON GOOGLE IS REGISTRANT ARTIST PAGE
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EXHIBIT M
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EXHIBIT N
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EXHIBIT O

52



53



EXHIBIT P
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EXHIBIT Q
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EXHIBIT R
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RESPONDENT’S FIRST POST ON IG dated SEPTEMBER 10, 2019

RESPONDENT’S SONG FOR MY LOVE OUT NOW AS OF SEPTEMBER 26, 2019
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EXHIBIT S
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EXHIBIT T
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Exhibits U
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EXHIBIT V
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Offbeats - Fool (opb. Fitz and the Tantrums)

70

https://www.youtube.com/watch?v=mwWQsn1b7k4


71



EXHIBIT W
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EXHIBIT A
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